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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
6/21/2010 has been entered. 

2. This action is in response to the amendment filed 6/21/201 0. Claims 1 -4 and 1 0 
are currently amended. Claims 5-9 and 11-18 are canceled. No claims are newly 
added. Presently, claims 1-4 and 10 are pending. 

Response to Arguments 

3. Applicant's arguments filed 6/21/2010 have been fully considered but they are 
not persuasive. 

4. Applicant argues the rejection of claims 1-4, 7, 10, 13 and 16 as being rejected 
under 35 U.S.C. 103(a) as being unpatentable over the combination of U.S. Patent No. 
5,391,665 (Matsunaga) and U.S. Patent No. 3,595,523 (Felton) on pages 5-7 of the 
remarks. 

Applicant argues the recitation of "wherein said resin member is a case body of a 
valve drive section" with respect to the Matsunaga et al. reference and the Felton 
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reference. It is noted that the Matsunaga et al. reference does not disclose the use of 
the material with a valve drive section. However, Felton discloses a butterfly valve 
housing made of a plastic (resin) material. It is considered that the housing (1 ) of the 
butterfly valve encases the valve drive element (shaft 6) wherein the valve drive 
element (shaft 6) is driven to operate the blade (2) and, therefore, addresses the 
limitation "wherein said resin member is a case body of a valve drive section". 
Applicant argues that the Felton reference does not describe the case body of a valve 
drive section as that term is used in the present specification (page 5, third full 
paragraph, lines 2-3). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). Therefore, it is considered that the 
plastic housing (1 ) that encases the valve drive element (shaft 6) addresses the 
limitation relating to "wherein said resin member is a case body of a valve drive 
section". 

Applicant argues teaching the Matsunaga reference with regards to the resin 
composition. However, the Matsunaga reference teaches the use of an epoxy acrylate 
resin (various acrylates are disclosed in col. 6, lines 6-61) having hydroxyl groups 
(disclosed is a material having a hydroxyl group value in a range from 20-200 on col. 
13, lines 10-13), a polyfunctional isocyanate compound having a plurality of isocyanate 
groups in a molecule (col. 5, lines 30-32), a curing agent, an internal mold release agent 
and a fiber reinforcing material (glass fiber, various fillers are listed on col. 21 , lines 30- 
55). It is considered obvious to one of ordinary skill in the art to adjust the ratios of the 



Application/Control Number: 1 0/575,1 1 1 Page 4 

Art Unit: 3753 

various components (as taught by the Matsunaga reference) in order to obtain the 
desired material properties (i.e., a tensile strength of 75 to 350 MPa at 120°C, etc.) for 
an intended use (i.e., for a valve) of the final product of the resin. 

5. The new grounds of rejection are necessitated by the applicant's amendment 
and are accompanied by the submission of a Request for Continued Examination; 
therefore, the instant Office action is made non-final. 

Information Disclosure Statement 

6. The Information Disclosure Statement filed 3/12/2010 has been acknowledged. 
The citation of the Taiwanese Office Action dated November 23, 2009 is noted but has 
been lined through because an English language Translation has not accompanied the 
Taiwanese Office Action. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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8. Claims 1-4, 7, 10, 13 and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Matsunaga et al. (5,391 ,665) in view of Felton (3,595,523), or vice 
versa. 

Regarding claim 1, Matsunaga et al. disclose a resin member formed by molding 
a molding material having a resin composition consisting of an epoxy acrylate resin 
(various acrylates are disclosed in col. 6, lines 6-61) having hydroxyl groups (hydroxyl 
group value from 20 to 200, col. 13, lines 10-13) formed at both ends, a polyfunctional 
isocyanate compound having a plurality of isocyanate groups in a molecule (col. 5, lines 
30-32), a curing agent, an internal mold release agent and a fiber reinforcing material 
(glass fiber, various fillers are listed on col. 21, lines 30-55). Matsunaga et al. do not 
expressly disclose the specific ratios of components. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to provide the 
components in the material in a manner (i.e., certain ratios) in order to provide any 
desired characteristics (i.e., a specific tensile strength of the material) for the intended 
use of the resin composition, since it has been held to be within the general skill of a 
worker in the art to select a known material on the basis of its suitability for the intended 
use as a matter of obvious design choice and that where the general conditions of a 
claim are disclosed in the prior art, discovering the optimum or workable ranges 
involves only routine skill in the art. In re Leshin, 125 USPQ 416. See also Ballas 
Liquidating Co. v. Allied industries of Kansas, Inc. (DC Kans) 205 USPQ 331 . In re 
Aller, 105 USPQ 233. Therefore, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to adjust the ratios of the various 
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components in order to obtain the desired material properties (i.e., a tensile strength of 
80 to 400 MPa at normal temperature) for an intended use (i.e., for a valve) of the final 
product of the resin. Matsunaga et al. do not disclose the resin material being used as 
a valve. Felton teaches a resin member (plastic housing 1) that is a case body of a 
valve drive section (housing 1 encases the valve drive element 6) to be old and well 
known in the art. Therefore, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to provide the resin member of Matsunaga et al. 
as a case body of a valve drive section as taught by Felton in order to provide the useful 
characteristics of the resin material in a desired use. Alternatively, it would have been 
obvious to provide the valve casing of a valve drive section (casing surrounding the 
valve drive element 6) of the Felton reference as the resin material as taught by the 
Matsunaga et al. reference in order to provide the valve casing with desired strength 
properties. 

Regarding claim 2, Matsunaga et al. disclose a resin member formed by molding 
a molding material having a resin composition consisting of an epoxy acrylate resin 
(various acrylates are disclosed in col. 6, lines 6-61) having hydroxyl groups (hydroxyl 
group value from 20 to 200, col. 13, lines 10-13) formed at both ends, a polyfunctional 
isocyanate compound having a plurality of isocyanate groups in a molecule (col. 5, lines 
30-32), a curing agent, an internal mold release agent and a fiber reinforcing material 
(glass fiber, various fillers are listed on col. 21 , lines 30-55). The recitation of "for a 
valve" is taken to be an intended use limitation and is not given patentable weight as 
long as the material is capable of being used for the intended use. Matsunaga et al. do 
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not expressly disclose the specific ratios of components. It would have been obvious to 
one having ordinary skill in the art at the time the invention was made to provide the 
components in the material in a manner (i.e., certain ratios) in order to provide any 
desired characteristics (i.e., a specific tensile strength of the material) for the intended 
use of the resin composition, since it has been held to be within the general skill of a 
worker in the art to select a known material on the basis of its suitability for the intended 
use as a matter of obvious design choice and that where the general conditions of a 
claim are disclosed in the prior art, discovering the optimum or workable ranges 
involves only routine skill in the art. In re Leshin, 125 USPQ 416. See also Ballas 
Liquidating Co. v. Allied industries of Kansas, Inc. (DC Kans) 205 USPQ 331 . In re 
Alter, 105 USPQ 233. Therefore, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to adjust the ratios of the various 
components in order to obtain the desired material properties (i.e., a tensile strength of 
80 to 400 MPa at normal temperature and a tensile strength of 75 to 350 MPa at 120°C) 
for an intended use (i.e., for a valve) of the final product of the resin. Matsunaga et al. 
do not disclose the resin material being used as a valve. Felton teaches a resin 
member (plastic housing 1 ) that is a case body of a valve drive section (housing 1 
encases the valve drive element 6) to be old and well known in the art. Therefore, it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to provide the resin member of Matsunaga et al. as a case body of a valve drive 
section as taught by Felton in order to provide the useful characteristics of the resin 
material in a desired use. Alternatively, it would have been obvious to provide the valve 
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casing of a valve drive section (casing surrounding the valve drive element 6) of the 
Felton reference as the resin material as taught by the Matsunaga et al. reference in 
order to provide the valve casing with desired strength properties. 

Regarding claim 3, Matsunaga et al. disclose a resin member formed by molding 
a molding material having a resin composition consisting of an epoxy acrylate resin 
(various acrylates are disclosed in col. 6, lines 6-61) having hydroxyl groups (hydroxyl 
group value from 20 to 200, col. 13, lines 10-13) formed at both ends, a polyfunctional 
isocyanate compound having a plurality of isocyanate groups in a molecule (col. 5, lines 
30-32), a curing agent, an internal mold release agent and a fiber reinforcing material 
(glass fiber, various fillers are listed on col. 21 , lines 30-55). The recitation of "for a 
valve" is taken to be an intended use limitation and is not given patentable weight as 
long as the material is capable of being used for the intended use. Matsunaga et al. do 
not expressly disclose the specific ratios of components. It would have been obvious to 
one having ordinary skill in the art at the time the invention was made to provide the 
components in the material in a manner (i.e., certain ratios) in order to provide any 
desired characteristics (i.e., a specific tensile strength of the material) for the intended 
use of the resin composition, since it has been held to be within the general skill of a 
worker in the art to select a known material on the basis of its suitability for the intended 
use as a matter of obvious design choice and that where the general conditions of a 
claim are disclosed in the prior art, discovering the optimum or workable ranges 
involves only routine skill in the art. In re Leshin, 125 USPQ 416. See also Ballas 
Liquidating Co. v. Allied industries of Kansas, Inc. (DC Kans) 205 USPQ 331 . In re 
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Aller, 105 USPQ 233. Therefore, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to adjust the ratios of the various 
components in order to obtain the desired material properties (i.e., a tensile strength of 
80 to 400 MPa at normal temperature and a notched Izod impact strength of 15 to 100 
KJ/m 2 at -20 to 1 20°C) for an intended use (i.e., for a valve) of the final product of the 
resin. Matsunaga et al. do not disclose the resin material being used as a valve. Felton 
teaches a resin member (plastic housing 1 ) that is a case body of a valve drive section 
(housing 1 encases the valve drive element 6) to be old and well known in the art. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide the resin member of Matsunaga et al. as a case body of 
a valve drive section as taught by Felton in order to provide the useful characteristics of 
the resin material in a desired use. Alternatively, it would have been obvious to provide 
the valve casing of a valve drive section (casing surrounding the valve drive element 6) 
of the Felton reference as the resin material as taught by the Matsunaga et al. reference 
in order to provide the valve casing with desired strength properties. 

Regarding claim 4, Matsunaga et al. disclose a resin member formed by molding 
a molding material having a resin composition consisting of an epoxy acrylate resin 
(various acrylates are disclosed in col. 6, lines 6-61) having hydroxyl groups (hydroxyl 
group value from 20 to 200, col. 13, lines 10-13) formed at both ends, a polyfunctional 
isocyanate compound having a plurality of isocyanate groups in a molecule (col. 5, lines 
30-32), a curing agent, an internal mold release agent and a fiber reinforcing material 
(glass fiber, various fillers are listed on col. 21 , lines 30-55). The recitation of "for a 
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valve" is taken to be an intended use limitation and is not given patentable weight as 
long as the material is capable of being used for the intended use. Matsunaga et al. do 
not expressly disclose the specific ratios of components. It would have been obvious to 
one having ordinary skill in the art at the time the invention was made to provide the 
components in the material in a manner (i.e., certain ratios) in order to provide any 
desired characteristics (i.e., a specific tensile strength of the material) for the intended 
use of the resin composition, since it has been held to be within the general skill of a 
worker in the art to select a known material on the basis of its suitability for the intended 
use as a matter of obvious design choice and that where the general conditions of a 
claim are disclosed in the prior art, discovering the optimum or workable ranges 
involves only routine skill in the art. In re Leshin, 125 USPQ 416. See also Ballas 
Liquidating Co. v. Allied industries of Kansas, Inc. (DC Kans) 205 USPQ 331 . In re 
Aller, 105 USPQ 233. Therefore, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to adjust the ratios of the various 
components in order to obtain the desired material properties (i.e., a tensile strength of 
80 to 400 MPa at normal temperature, a tensile strength of 75 to 350 MPa at 120°C and 
a notched Izod impact strength of 15 to 100 KJ/m 2 at -20 to 120°C) for an intended use 
(i.e., for a valve) of the final product of the resin. Matsunaga et al. do not disclose the 
resin material being used as a valve. Felton teaches a resin member (plastic housing 1) 
that is a case body of a valve drive section (housing 1 encases the valve drive element 
6) to be old and well known in the art. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to provide the resin member 
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of Matsunaga et al. as a case body of a valve drive section as taught by Felton in order 
to provide the useful characteristics of the resin material in a desired use. Alternatively, 
it would have been obvious to provide the valve casing of a valve drive section (casing 
surrounding the valve drive element 6) of the Felton reference as the resin material as 
taught by the Matsunaga et al. reference in order to provide the valve casing with 
desired strength properties. 

In regards to claim 10, Matsunaga et al. disclose the use of additional fillers (col. 
21 , lines 30-55). Matsunaga et al. do not expressly disclose the specific ratios of 
components (i.e., the fillers). It would have been obvious to one having ordinary skill in 
the art at the time the invention was made to provide the components in the material in 
a manner (i.e., certain ratios) in order to provide any desired characteristics (i.e., a 
specific tensile strength of the material) for the intended use of the resin composition, 
since it has been held to be within the general skill of a worker in the art to select a 
known material on the basis of its suitability for the intended use as a matter of obvious 
design choice and that where the general conditions of a claim are disclosed in the prior 
art, discovering the optimum or workable ranges involves only routine skill in the art. In 
re Leshin, 125 USPQ 416. See also Ballas Liquidating Co. v. Allied industries of 
Kansas, Inc. (DC Kans) 205 USPQ 331 . In re Alter, 105 USPQ 233. 



Conclusion 



Application/Control Number: 1 0/575,1 1 1 Page 1 2 

Art Unit: 3753 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Takahashi et al. (6,695,279) disclose the case of a pressure- 
responsive actuator to be made of a synthetic resin. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew J. Rost whose telephone number is 571-272- 
271 1 . The examiner can normally be reached on 7:00 - 4:30 M-Th and 7:00 - 1 2:00 
Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robin Evans can be reached on 571-272-4777. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Ik. J. R.I /John K. Fristoe Jr./ 

Examiner, Art Unit 3753 Primary Examiner, Art Unit 3753 



